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DETAILED ACTION 

Claim Objections 

1 . Claims 1 and 16 are objected to because of the following informalities: 

For claim 1, the limitation "pluralities of various types of elements for each type" 
is unclear and should be reworded. The Examiner suggests: "various types of elements 
including a plurality of elements of each type" (or something similar). 
Appropriate corrections are required. 



Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claim 1 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 

4. For claim 1 , the specification does not adequately describe and support the new 
matter added to the claim wherein "some of said elements are produced on a substrate 
by utilizing Micro Electro-Mechanical System technology." Specifically, the specification 
does not include any support for the elements as referred to in the claim to be made by 
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a Micro Electro-Mechanical System technology. Applicant points to page 2, lines 1 - 22 
and also to page 8, line 25 through page 10, line 10 of the instant specification, but no 
mention of any Micro Electro-Mechanical System technology or how this may relate to 
the elements of the claimed invention can be found. Further, the closest to support the 
Examiner was able to find was from page 6, lines 24 - 29, where the MEMS array is 
considered to comprise an LCR circuit (the elements). However, this does not support 
the claimed limitation of formed "by utilizing Micro Electro-Mechanical System 
technology." 



Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1 and 2 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Wallace et al. (US Patent 6,271,728) (hereinafter Wallace). 

7. Regarding claims 1 and 2, figure 1 1 of Wallace discloses a device array 
comprising: pluralities of various types of elements (elements such as capacitors and 
resistors provided in low- and high- pass filters; col. 8, lines 13 - col. 10, line 7) for each 
type and switches (semiconductor transistors T1 , T2, T3, etc. as seen in fig. 1 1 ; col. 8, 
line 55- col. 10, line 7) wherein some of said elements are interconnected by 
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determining an on/off state of all of said switches so as to make a circuit (fig. 1 1 shows 
a phase shifter circuit composed of four stages, and the biasing of the access 
transistors, or switches, determines how an input signal will be finally filtered based on 
what the final circuit connected by the open and closed switches comprises). 

8. The limitation wherein "some of said elements are produced on a substrate by 
utilizing Micro Electro-Mechanical System technology," is considered to be a product- 
by-process limitation. Even though product-by-process claims are limited by and 
defined by the process, determination of patentability is based on the product itself. The 
patentability of a product does not depend on its method of production. If the product in 
the product-by-process claim is the same as or obvious from a product of the prior art, 
the claim is unpatentable even though the prior product was made by a different 
process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985), 
MPEP2113. 

9. In this case, the device of Wallace is capable of having elements (resistors, 
capacitors, etc.) fabricated by a Micro-Electro-Mechanical System process. Further, 
Wallace discloses the claimed structure of the invention, thus he anticipates claims 1 
and 2. 

10. Claims 4-11 and 16 are rejected under 35 U.S.C. 102(b) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over Wallace, in view of 
Lucas et al. (US 6,287,951 B1). 
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1 1 . Regarding claim 4, Wallace discloses that the device is a fully integrated chipset 
(col. 3, lines 39-55). It follows that the device will have a semiconductor substrate for 
the formation of transistors and a conductive interconnect layer to interconnect devices. 
These limitations are inherent to all integrated semiconductor devices. If Applicant can 
show that this limitation is not inherent to every integrated semiconductor device, then it 
would at least been obvious to have a semiconductor substrate and a conductive 
interconnect layer in order to form a fully integrated device using know techniques. 
Lucas teaches the use of a device comprising an integrated circuit comprising 
transistors formed in the substrate (also in the first interconnect level as seen in figure) 
along with a plurality of elements formed in an interconnect layer (the interconnects are 
at least resistors). It would have been obvious to modify Wallace with the teachings of 
Lucas to create a fully integrated device leading to reduced manufacturing costs and 
reduced size. 

12. Further for claims 4 and 8, Wallace does not explicitly state that the circuit as 
seen in fig. 11 has the elements formed in an interconnect layer. It would have been 
obvious, if not inherent to form the elements in an interconnect layer for the purpose of 
integrating the device. Also, because the gate stacks of the switches reside in the 
interconnect level with level contacts the switches, the switches themselves are 
considered to be provided in the interconnect layer due to this proximity. 

13. Regarding claim 5 and 9, Wallace discloses that all necessary parts are 
integrated into the chipset (col. 3, lines 39-55) and that the drive parts are to be 
provided (col. 8, lines 9-12). 
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14. Regarding claim 6 and 10, Wallace discloses that the device is capable of 
filtering an input wave (col. 8, lines 13-24). 

1 5. Regarding claim 7 and 1 1 , all semiconductor circuits have three-dimensional 
structures, as they exist in three-dimensions. 

16. Regarding claim 16, all the devices reside in the same package as all the 
devices are integrated into the same chipset (col. 3, lines 39-55). 



Response to Arguments 

17. Applicant's arguments filed 1 1/30/2007 have been fully considered but they are 
not persuasive. 

18. Applicant asserts that Wallace, alone or in combination with Lucas, does not 
teach an array where at least some of the elements in the array are interconnected so 
as to make a circuit by determining a state of all of the switches connecting the 
elements, and where at least some of the elements in the array are formed on a 
substrate using MEMS technology. 

19. However, as explained in the rejection of claims 1 and 2 above, Wallace does 
teach an array where at least some of the elements in the array are interconnected so 
as to make a circuit by determining a state of all of the switches connecting the 
elements. Wallace teaches the use of a filter array (col. 8, lines 13 - col. 10, line 7). 
The filter is broken into segments separated by transistor switches (T1 , T2, T3, etc.; col. 
9, lines 3 - 22). The state of these transistors (on or off) determines the final filter circuit 
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that will alter an input signal of the adjustable multi-stage filter circuit. The transistors 
each contribute. 

20. Further, the limitation wherein "some of said elements are produced on a 
substrate by utilizing Micro Electro-Mechanical System technology," is considered to be 
a product-by-process limitation. Even though product-by-process claims are limited by 
and defined by the process, determination of patentability is based on the product itself. 
The patentability of a product does not depend on its method of production. If the 
product in the product-by-process claim is the same as or obvious from a product of the 
prior art, the claim is unpatentable even though the prior product was made by a 
different process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 
1985), MPEP2113. 

21 . The product structure as claimed is anticipated by the device of Wallace, and 
further in view of Lucas. Also, the elements (such as a resistor) of Wallace could have 
been made by a MEMS processes, such as polyMUMPs. 



Conclusion 

22. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL DURBIN whose telephone number is 
(571)272-9766. The examiner can normally be reached on M-T 7:30-5; 1st Fri. of 
biweek off, 2nd 7:30-4. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ken Parker can be reached on (571) 272-2298. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Michael Durbin/ 
Examiner, Art Unit 2815 

/Matthew C. Landau/ 

Primary Examiner, Art Unit 2815 



